Europdisches

Patentamt
European
Patent Office
Office européen

des brevets

BR/GT 1/12 e/69

Travaux Préparatoires EPC 1973

Comment:

The collection represents purely an internal research tool for the purpose of Directorate
Patent Law of the European Patent Office. No guarantee can be given for its
completeness or correctness.

The documents produced before 1969 cannot be provided in English as this was not an
official language in the period before that date. These documents therefore are provided in
French and German.






TNTER-COVESEI THTAL CONFERINCE Brussels, 29 September 1969
TCR T9E SSITING UP OF 4 EUROPEEN ,
5YSTZ TCR THE GRAFT GF PATEITS BR/GT 1/12/69

- Secretariat -

NOTE

The mermbers of Working Party I will find enclcsed the-
draft report on Articles 1 to 30 of the Preliminery Draft
Convention on & European system for the grant of patents,
prepared, as agreed during the meeting of Working Party I
from & - 11 July’l969 at Luxembourg, by Mr. ARMITAGE
(British delegation) / cf. doc. BR/7/69 page 2, paragraph 2,
sub-paragraph 2_/. '

The attention of the members of the Working Party is
drawvn to the fact that this draft report is subject to
revisicn in the light of any subsequent discussions affecting
Articles 1 to 30 or of any comments which menbers of the
Working Party may express at the next neeting.

-
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ANITEY

Draft Convention for a FEuropean System for
the Grent of Patents

Draft report on .rticles 1-30

Lrticle 1 reised the fundamental question whether the

" work should aim at providing only a common system of rules and
procedure for granting patents effective in the member States
(the "minimum" apprcach) or whether it should go furhter and
previde in cddition a common law for judging the validity of
the patents when granted (the "maximum" approach). While tue
working perty was generally in sympathy with the objective of
hzrmonising the laws on velidity, it felt that it was more
prudent to =dopt the "minimum" approach to the drafting as it
was considered to require too much from acceding States to
oblige thenm either %o amend their national tests of validity

or to avoly to patents granted through the Zuropean route tests
different from those applied to national pztents. It was also
suggested that the "cold harmanisation" effect would probably
induce States for whom patents had been granted on one set of
rules to avoid judging their validity on & different set of
rules ; thus they would be encouraged to amend their national
laws to conform with the tests applied in granting Zuropean -
patents. It was also suggested that if there was strong preséure

for the meximum solution to be adopted, the draft could perhaps
be altered.

Lrticle 2 points out the mein distinctions between the
present dreft and the earlier (1965) draft. Under the earlier
draft a previsional patent was graented on the application when
pgblished and was "confirmed" after examination. The sanme
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- co.cert was retained in the EFTA Draft except tht the

cc firmed or "finel" patents were in effect indegndent

ns .iona. pnten*s. The present draft drops the corcept of a

prvisimal patent. On publication there is simpy a

- pv:lishel European patent application. Buropenn Jatents are
gr nted tnly after examination and then have the =ffect of

ani are subject to the same conditions as nationa: patonts in
the countrleo affected.

Thus, the grant of a European patent is equivalient to the
gr.n% of a bundle of national Patents each of which is subject
only %o the jurisdiction of tle competent authorities of the
' re=pec‘ive State and to the lav of that State. This ccntrasts
with tie o0ld draft which resultad in the grant of an inver—
nztional " and autonomous patent. Inder the present draft the
. int Ternational character is restricted to the applicetion before
gran%. The unitary character of a Europeasn appliecatlon Vis-a-vis
the Eiropean Fatent Cffice is dealt with separately in
Article Z24a.

Under the new system it will be neither necessary nor
desirable to require an applicast to cover all member States
‘r one application. Article 24 provides for designating some

or all of the member States. It is left open whether an
a;pllcant ‘should be allowed to designate a 51ngl¢ State.

Contrary to the earlier draft there is no irticle 4
ssfting up a Fatent Cours. It is proposed to deal with appeals
o1 patent applications bty an apreal body other than a court
aid to use other means for dealing with disputes et:. which
utder the earlier dra‘t were dealt with by the Pateat Court.

Article 5, defining "accessibility" or entitlement to’

aiply, hzs been drzfted in accordance with the Brussels
menorandum and follows as closely as possible the wording cof
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Articles 2 2nd % of the Faris Convention. /The question
arises as to who is to decide whether a parvicular country
meets the conditions of this Artiéie; Paragraph 5 of the
Brussels memorandum of 17th karch, 1669, states that the
question will be decided by "Jjudicial review" and that the
judicial authority could possibl& be within the Zuropean
FPatent Office. This should be determined by later Articles/.

Article of the 1¢65 draft prohibited simultaneous
protection of a given invention by a national patent and a
Europeén patent. There was some support for retaining this
as a harmonising act, but the majority favoured the present
draft which leaves the matter to national law.

Article 8 was retained on the undnrstanalng that it

applles only to pest commltments at the time of joining
-the Convention. '

' irticle 8a permits the Z3C ¢ountries to ensure that
the European patent is unitery as far as the Common larket
is concerned and must cover all or none of the EEC countries.

_Article 9(41) defines the basic requirements'for patent-
abllity as in Article 1 of the 1963 Strasbourg Convention
on Substantive Pstent Law. For the aveidance of doubt it is
consideéred desirable to set out in Article G(2) a non-
exhaustive list of exclusions which follow as far as possible
the corresponding provisions in Rule 3¢ of the PCT Regulstions.
Computer programs are not, for the present, specifically
excluded, since their patentability is still a subject of
controversy. This does not, however, mean thét‘they are

nececsarlly considered to be inventions w1tn1n the meaning
of “‘tlcle 0(1) '
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irticle 10 (exceptionsto patentability) simply follows
Article 2 of the 3trasbour;s Convention.

Articles 11 and 12 f:.low closely the novelty rules
of irticle 4 of the Strasbourg Convention. Article 11(3),
by a substential majorit; view of the working party, adopts’
the option provided by tis Strasbourg Article 4(3) according
to which conflicts betwesn copending apﬂlications are resolved
1bv treating the whole ceatents of the earlier applic=tion as
part of the pricr ary a: of its priority dste. This means
trhet the later ;nven%jg nust be novel in relation to anything
disclosed in the éa:lier applicetion. The question whether
it needs to show ar in-entive step over the earlier disclosure
is dealt with in irficie 13. The formula adcpted in
Article 41(3) is of coirse more severe than that adopted in,
for eXaiple, the T.K. German and French laws which adopt
the test of pricr cla:ming. It is to be observedjthat it
mzy be possible Jor an anplicant to withdraw his European

application sné retaia only a particular nstional arplication
if he is in & jositicn where he could get a national patont
but not a Zurcpean ore. This could apply not only where the
national law is less strict but also in a case where the
ezrlier Euronear appiication covers some only of the. countries
covered by the .ater application (see Article 11(4)).1Conflict
" between a furopsan applicsztion and a national application
will be left to Ve resolved nationally, after grant of the
Turopean patert.

Article 1% presents two alternatives which. differ only
to the exten* to which prior Xuropean applications, under
irticle 11(3), are to be taken into account in assessing
invzntive ster. According to the first varient, the

Ariicle 11(3" documents are to be igncred altogether,
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i.e. simple novelty suffices, however trivial the difference.
According to the second variant,. any -rticle 11(3) document
can only be considered on its own, separately from the rest

of the prior art, in the light of the knowledge availablée to
the "man skilled in the art" Who is deemed to be judging:

the Questlon. The second vs rlant thus requires something more
than 51mple novelty : it should exclude trivial differences
and- common substitutions. Feither variant, however, permits
Article 11(3) documents to be associated with other individual

elements of the prior art, whether other article 11(5)
documents or published material.

Article 14 (industrisl spplicetion) follows irticle 3
of the Strasbourg Convention.

Article 15 of the 1965 draft had the effect of partially
unifying national law on the right to a:patent by laying down.
that the right to a Zuropean patent shall belong to the
inventor or his asslignee, - subject to national law on. employed
inventors. The working party considered that a complete
unification on this point was not practicable at this roint
in time since the law on employed inventors varies greatly
from country to country. Cn the other hand, if article 16 is
to be effective in proceduré before the Zuropean Fatent Cifice,
it is necesssry for irticle 45 to provide a unigue sunswer to. .
the question of who is entitled to a Eurou Jean patent. The
choice in irticle 15 therefore appeared to be to state either
that the entitlement to a patent is a matter of national law :
in ezch Ztate or that it shall be determined by'the-nationai
law of one particular 3tate. The working party chose the |
second alternative, the particular national law in question
being the one "governing the invention". /Note - this is
subject to reconsideration la ter7
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By parzgrazph (2) of irticle 15 the Zurovean Pateat
Ci'ice will maxe no investigation into the applicant's
enitlement to apply. Nor will it recelve a complaint of
- un.awful outalnlng of the invention as in irticle 16(1) and

(2. of the 1¢£5 draft. It will, however, under Article 16(3)
as 10w dreafted act on:a finsl decision by a competent court
or suthority that some person other than the apnlicant is
e*tiﬁled hnder article 15, to the patént In that case the
a;plication in suit is considered withdrawn and its priority
Wlll ¢ trainsferred to a new appllcatlon for the same
Jirnvension filed by the other person. The draft pernits the
new a:ulc tion to include matter not preseat in the
discloture of the original application, bdbut such sdded
maiter wuld not benefit from the priority of the orlglnal
aprlicaton. /fote : to be reconsidered later/.

Aricle 17 follows the 1965 draft. Under Article 4ter
of the Izris Convention, the inventor has a right to be
mentione. as such in the patent. The Surovean Patent Office
will not 1djudicate on a cleim by a person to be the inventor.
Tke invenor will, hbwever, have the right to seek a court
order as 5 his inventorship and the applicant will then be
obliged % mertion him in his application. This Article can,’

th erefcra be considered as creating a new civil rlbht in

ezch mewder country.

aricls 18 of the 1965 draft is omitted since ZEuropean
pavents xze, under Article 2(2a), effectively national
petents 'r group patents under article 8a).

In cuformity with the "minimum" approach referred to
in connecidy with Article 4, the resolution of conflicts
Detween uwmiezn patents and national patents, neither of

wzich is pusiizhed prior art relative to the other, is left
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o} 1 action, e.g. in revocstion proceedings.
irticle 19 of the 1965 draft is therefore omitted.

=Iticle 20 may be considered repetitive having regsrl
to article 2(2a). The generzl view of the working perty was,
however, that its retertion is justified, irticle 2 setting
out the general principle and Article 20 dezling with a |
specific aspect which goes with irticles 20bis and 20ter
as a nsatural seguence.

irticle 20bis defines the rights conferred on publicztion
of ths a;;lication bzfore exarinstion. The memorardum
requires that gome protection is granted at that stage. The
draft, while establishing, as a principle, in paragraph (1)
that full pztent protection should be given, allows
(pzragraph Z) any 3tate to reserve the right to give more
restricted protection and to meke it depend (paragraph 4) on
the availability of the patent claius in a particular
lsnzuege. Protection is, in any case, governed (paracraph 3)
by the scope of thz zrznted patent.

article 20ter (rights on publication after examinztion)
follows the pattern of irticle 2Cbis but without the
rescrvztion on restricted protecticn.

!

ATrticle 21 follows Article & of the Strasbourg Conventiont
Some members of the working party were anxious to ensure é;
that there would be uniform intérpretation of the claims in
all member States, but no agreement could be resched on any
more precise formulstion thzn that of the Strasbourz text. f

Articles 22 and 2% of the 1965 draft were omitted as

being mattsrs for nstionsl law under the "minimum" approsch
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to the Convention. However, it was noted that if all member
Stases were prepared to accept 2 term of 20 years, this could
be iancorporated in the arzaft.

srticle 24 follows the principles of the 1965 draft but
has been redrafted having in mind the t2xt developed in the

draft Council of Europe proposals for further unification.
It is to be noted thst the scope for patents of addition
will be quite small'heving regard to the time 1limit for
ap:lic:tion wsentioned in paragraph (1).

irticles 248 - 30. These Lrticles hzve been left for

further study in another working party which should include v
some legal experts. Some members of the working party, however, -
expressed doubts as to the need for Articles 25-30 at all.
As to irticle 24a a view was expressed that an applicant should
be free to assign the rights to the patent when granted to
different persons for different States. This could be done

by allowing separate applications in respect of each assignee,
or by naming them separately on one applicatiocn § or partial
assignnents could be registered after application. It would

be essential, however, that one person or group of persons
remained nominated as authorised to prosecute the applicationfﬁ
before the Zuronean Fatent Cffice. Further considerestion will |
be ziven to this, which would require amendment of Article 24ai
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