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(

The EeEbers of Working Party I will find enclosed the.
dre~t report on Articles 1 to 30 of the Preliminery Draft
Convention on a European system for the gr~t of p~tents,
prepared, as agreed during the meeting of Working Party I
from 8 - 11 July 1969 at Luxembourg, by Mr. AmJ1TAGE
(British delegation) i-cf. doc. BR/7/69 page 2, paragraph 2,
sub-paragraph 2_7.

The 2ttention of the members of the Working Party is
dravm to the fuct that this draft report is subject to
revision in the light of any subsequent discussions affecting
Articles 1 to 30 or of any connents which mel.:20erSof the
Working Party may express at the next ~eeting.
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D~aft Convention for a Euroneen System for
the Grant of Patents

Draft report on ~rticles 1-30

Article 1 re.ised the fundamental question whether the
work should aim at providing only a co~on system of rules and
procedure for gr~nting pstents effective in the member States
(the "ninimum" approach) or whetqer it should go furhter cend
provide in ~ddition a common l~w for judging the validity of
the p2.tents vihengranted (the t1::l;).xiiIl.um"approach). While tile
working party was generally in synpathy with the objective of
h~rmonising the laws on v21idity, it felt that it was ~ore
prudent to ,?-doptthe' "minimum". approach to the drafting e.s it
was considered to require too much from acceding States to
oblige then either to amend their national tests of v&l~dity
or to 2?yly to p&tents grsnted through the 5uropean route tests
different from those applied to national p~tents. It was also
suggested that the "cold he.rm.anisation"effect would probably
induce States for whom patents had been granted on one set of
rules to avoid judging their validity on a different set of
rules ; thus they would be encouraged t? amend their national
la\7s to conform with the tests applied in granting Europea~ ..~
patents. It was also suggested that if there was strong pressure
for the maxinum solution to be adopted, the draft could perhaps
be [,1tared.

Article 2 points out the main distinctions between the
present 4rsft and the earlier (1965) draft. Under the earlier
d~aft u provisional p8tent was granted on the application when
published and was "confirmed" after exam.ination. The same
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cO'.ce"ft -:JaSretained in the EFTADraft except thtt the
co fi~ed or "fine.l" patents were in effect indE.]endent
n&_iona. patents. The present draft drops the co~ept of a
pr';visio:Lal patent. On publication there is simp.y a
pu '.lishtd European patent application. European Jatents are
gr .nte~ '~ly after examination and then have the ~ffect OI
ani a:'e su'bject to the same conditions as nationa~ patents in
the ~Ountries affected.

rhus, the grant of a European patent is equivalent to the
gr ..n':", of a bundle of national patents each of which :.S subj ect
only ~o the jurisdiction of tl.e competent authorities of the
re2pective State and to the la~ of that State. This ccntrast~
with t:.e old draft which resultb.d in the grant of an inter-
n2tiona~ and autonomous patent. 1:.nderthe present draft the
international character is restrict~a. to the application before
gro.n'.:;.The uni ts.ry character of a :Europ~e.naD'Dli~.a L1.Ull VJ..S-4.,.JV1.s

the E.1ropean :Fatent Office is dealt wit:ihseparately in
Ar-:;i~:e 24a.

Under the new system it wil: be neither necessary nor
d&f".:.rableto require an applica.1t to cover all member States
in one application. Article 2A provides for designating some
or all of the member States. It is left open whether an
aIP1icant should be allowed to designate a single .state.

Contrary to the earlier draft there is no~rticlE:' 4
s;tting up a Fatent COUr7. It is proposed to deal ",ith appeals
oi patent applications by an appeal body other than a court
ald to use other means for dealing with disputes et~. which
uider the earlier dra:t were dealt with by the Pate~t Court.

Article 5, defining "accessibili ty" or entitlement to'
alP1y, has been dr2fted in accordance with the Brussels
I:1mJ.orandumand follows as closely as possible the 'wording of
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Articles 2 and 3 of the Faris Convention. LThe question
arises as to who is to decide whether a particular country
meets the conditions of this Article. Paragraph 5 of th~
Brussels memorandum of 17th harch; 1969, states that the
question will be decided by '''judicialreview" and that the
judicial authority could possibly be within the European
Fatent Office. This should be determined by later .~ticlcs7.,-

Article 7 of the 1965 draft prohibited simultaneous
protection of a given invention by a national patent and a
European patent. There was some'support for retaining this
as a harmonising act, but the majority favo~red the present
draft which leaves the matter to national law.

Article 8 was retained on the understanding that it
applies only to lpast commitments at the tim.e of joining
-the Convention.

Article 8a permits the E3C countries to ensure that
the European patent is unitary as far as the Common Mar~et
is concerned and must cover all or none of the EEC countries.

Article 9(1) defines the basic requirements for patent-
ability as in Article 1 of the 1963 Btrasbourg Convention
on Substantive?atent Law. For the avoidance of doubt it-i~
considered desirable to set out in Article 9(2) a non-
exhaustive list of exclusions which follow as far as possible
the corresponding provisions in Rule 39 of the PCT Regulations-
Computer programs are not, for the present, specifically
excluded, since their patentability is still a subject of
co~troversy. This does not, however, mean that-t?eyare
necessarily considered to be inventions within the meaning
of )_rticle 9( 1)•
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Article 10 (exceptionCito patentability) simply follows
~rticle 2 of the 3trssbouriConvention.

Articles 11 and 12 fj~low closely the novelty rules
of Article 4 of the Btra~j~rg Convention. Article 11(3),
by a substantial majorit~ 1~ew of the working party, adopts
the option provided by th~ 3tr9sbourg Article 4-(3) according
to which conflicts betW'e=:l.copending applications are resolved
by treating the whole ccntents of the earlier spplic~.tion as
p2rt of the prior art a~ of its priority date. This means
tl:.C3tthe later inver.t:,cllIJ.ustbe novel in relation to anything
disclosed in the ea:'l:'6rapplication. The question whether
it needs to show aL in~entive step over the earlier disclosure
is dealt with in ~rtic~e 13. The formula adopted in
Article 11(3) is oi COJrse more severe than that adopted in,
for eXoLple, the t.K. German and French laws which adopt
the test of prier cla:ming. It is to be observed that it
may be possible ;or an a~plicant to withdraw his European
application a~c reta~~ only a particular national application
if he is in a positi(n where he could get a national patent
but not a 3ur~ean OLe. This could apply not only where the
national law is less strict but also in a case where the
eE.rlier European application covers some only of the.countries
covered by t~e ~ater applicatiDn (see Article 11(4-)). Conflict
.between a ~urop~an application and a national a?plication
will be left tobe resolveQ notionally, after gr3nt of the
Europsan pate:r:t,

.~.rticle1:: presents two alternatives which. differ only
to the exten~ to which prior European applications, under
Article 11(3), are to be taken into account in assessing-
invsntive ste;. According to the first variant, the
~r~icle 11(3' documents are to be ignored altogether,
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i.e. simple novelty suffices, however trivial the difference.
According to the second variant, any ~rticle 11(3) document
can only be considered on its own, separately from the r~st
of the prior art, in the light of the knowledge available to
the timan skilled in the art" '\vhois deemed to be judging'
the question. The second variant thus requires something more
than simple novelty : it should exclude trivial di.fferences
andcolIilnonsubstitutions. Neither variant, however, permits
Article 11(3) documents to be associated with other individual
elements of the prior art, whether other Article 11(3)
documents or published material.'

Article 14 (industrial application) follows ~rticle 3
( of the Btrasbourg Convention.

Article 15 of the 1965 draft had the e=fect o~ partially
unifying nattonal law on the right to a:patent by laying down,
that the right to a European patent shall belong to the
inventor or his ass:l.gn.oo,subject to national law on, emplo;y-ed
inventors. The working party considered that a complete
unification on this point was not practicable at this point
in time since the law on employed inventors varies 'greatly
from country to country. en the other hand, if Article 16 is
to be effective in procedure before the Zuropean Patent Office,
,it is necesse.ry for.;,rticle 15 to provide a unique answer to.
the question of who is entitled to a Euro?ean patent. The

r choice in ~rticle 15 therefore appeared -to be to state either'~•..•..,

that the entitlement to a patent is a matter of national la~,'
in each 3tate or that it shall be determined by 'the,national
law of one particular 3tate. The working party chose the
second alternative, the particular national law in question'
being the one "governing the invention". /Note - this is
subject to reconsideration lateE7.
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Byper&s:rs.ph (2) ofi:.rticle 15 the =':':uro}jeanPatent
C~'ice will ma~e no investigation into the applicant's
en~tle~ent to apply. Nor will it receive a complaint of
u~awful obt2ining of the invention as in £rticle 16(1) and
(2 of the 1~65draft ~ It will, however, under Article 16(3)
as :10Wdrafted act on a final decision by a competent court
or cuthority that some person other than the 8p}:;licantis
e::t:.~led,under Article 15, to the patent. In that case the
a;.plication in suit is considered withdravm and its priority
will )€ tr~~sferred to a new application for the same
i~ven::)n file1 by the other person. The draft perwits the
nffiV a~~icetion to include matter not present in the
d:.sclo~~e of the original appli.cation, but such added
ma7.ter \y~ld not benefit from the priority of the original
a~11ica~:on. /Rote: to be reconsidered later?

-~~cle 17 follows the 1965 draft. Under Article 4ter
of t~e Esris Convention, the inventor has a right to be
m.entione~.as s'.lchin the patent. The :Suropean P8tent Office
will not ldjudicate on a claim by a person to be the inventor.
The invenor will, however, have the right to seek a court
order as ~ his inventorship and the applicant will then be
oblige~ ~ me~tion him in his application. This Article can,
therefcr;, be considered as creating a new civil right in
e?ch me:I1)ezcountry.

~:~c15 18 of the 1965 draft is omitted. since European
p~tents ~e, ~der Article 2(2a), ef:ectively national
pstents '~ group patents under Article 8a).

In c':'4~0I'!J.ity with the ."minimum" approach referred to
in connec~_:o~:-;ith Article '1, the resolution of conflicts
betwee~.~>..i.~::J;es.r: :P3.tE;nts and national patents, neither of
7!::':'ichis :p-:"lL:hedprior art relative to the other, is left
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to national action, e.g. in revocation proceedings.
£rticle 19 of t~e 1965 draft is therefore omitted.

_~rticle 20 may be considered repetitive having reg&r~
to Article 2(2a). The general view of the working perty wJS,
however, that its retention is justified, Article 2 settillg
out the general principle and Article 20 dealing with a
specific aspect which goes with Articles 20bis and 20ter
as a natural sequence.

A~ticle 20bis defines t~e rights conferred on publicatio~
of the a:;:::;lic3tio:lbe£'ore exacin3tion. The I:lemoranQum
requires that some protection is granted at that stage. The
draft, while establishing, as a principle, in paragraph (1)
that full p&tent protection should be given, allows
(paragraph 2) any 3tate to reserve the right to give more
restricted protection and to make it depend (para5raph 4) on
the availability of the patent cla~us in a particular
13nguage. Protection is, in any case, governed (parasraph 3)
by the scope of th6 granted patent.

Article 20ter (ri6hts on publication after examination)
follows the :pa-'~ternof .!'.rticle2Cb1.s but without the
reserv?tion on restricted protection.

Article 21 follows Article 8 of the Strasb~urg ConventionL
Some members of the working perty were anxious to ensure
that there would be uniform interpretation of the claims in
all meffiberStates, but no agreement could be reeched on any
more precise formul2.tion th:::.nthat of the Strasbourg text.

Articles 22 and 23 of the 1965 draft were omitted as
being ID.s.ttersfor netional law under the "minirJ.umllaf'proach
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to the Convention. However, it was noted that if all member
St~~es were prepared to accept a term of 20 ye8rs, this could
be incorporated in the uraft.

~rticle 24 follows the principles of the 1965 draft but
has been redrafted having in mind the t8Xt developed in the
draft Council of Europe proposals for further unification.
It is to be noted that the scope for patents of addition
will be quite small heving regard to the time limit for
ap::,:lic:~tionJ.S.8:ltionedin paragraph (1).

Articles 248.- 30. These J:.rticleshave been left .for
fur~her study in another working party which should include
some legal experts. Some members of the working party, however,
exp~essed doubts as to the need for Articles 25-30 at all.
as to Article 24a a view was expressed that an applicant should
be free to assign the rights to the patent when granted to
different persons for different states. This could be done
by allowing separate applications in respect of each assignee,
or by naming them separately on one application ; or partial
assiB~ents could be registered after application. It would
be essential, however, that one person or group of persons
remained nominateQ as authorised to prosecut~ the application'
before the 3uro~ean Fatent Of~ice. Further consideration will

Ibe given to this, which would require amendment of Article 24a;~

-r/ ....')
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